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» The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
' Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenm adjustment. See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to communication(s) filed on 13 April 2004 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) ^ Claim(s) 1-69 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-69 is/are rejected. 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)S The drawing(s) filed on April 13, 2004 is/are: a)M accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the con-ection is required if the drawing{s) is objected to. See 37 CFR 1 .121 (d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fornn PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0- 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 ) M Notice of References Cited {PTO-892) 4) □ Interview Summary (PT0^13) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) IS Infomnation Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Infomial Patent Application 

Paper No(s)/Mail Date A1. A2 . 6) □ Other 
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DETAILED ACTION 

1 . Claims 1 -69 are pending in this application. 



Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-69 are rejected under 35 U.S.C. § 101 for nonstatutory subject 

matter. The computer system must set forth a practical application of § 101 judicial 

exception to produce a real-world result. Benson, 409 U.S. at 71-72, 175 USPQ at 676- 
77. The invention is ineligible because it has not been limited to a substantial practical 
application. A process that determines belief probabilities performs convolution of the 
belief probabilities and ontology co-occun-ence probabilities which includes a processor 
coupled to a memory through a bus is useless in a real world situation. 

In detennlning whether the claim is for a "practical application," the focus is not 
on whether the steps taken to achieve a particular result are useful, tangible, and 
concrete, but rather that the final result achieved by the claimed invention is useful, 

tangible and concrete. If the claim is directed to a practical application of the § 101 

judicial exceptions producing a result tied to the physical world that does not preempt 
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the Judicial exception, then the claim meets the statutory requirement of 35 U.S. C. § 
101. 

The phrases "a preference model representing a belief of user preferences," 
"belief probabilities are based on user feedback" and "a personalization process 
executed by the processor" are not clear in its purpose or scope. 

The invention must be for a practical application and either: 

1 ) . specify transforming (physical thing - article) or 

2) . have the Final Result (not the steps) achieve or produce a 

useful (specific, substantial and credible), 

concrete (substantially repeatable / non unpredictable), and 

tangible (real world / non abstract) result 

(tangibility is the opposite of abstractness). 
A claim that is so broad that it reads on both statutory and non-statutory subject 
matter, must be amended, and if the specification discloses a practical application but 
the claim is broader than the disclosure such that it does not require the practical 
application, then the claim must be amended. 

Claims that generate a prioritized list from a plurality of documents based on the 
convolution are not statutory. The list is not responsive to a query and can reside in the 
computer or other media as merely an abstraction. The list must be representative of 
something and output to cause a change. 

4. Claims 1-69 are rejected under 35 U.S.C. § 101 for nonstatutory subject 
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matter. The courts have held that a claim may not preempt ideas, laws of nature or 
natural phenomena. The concem over preemption was expressed as early as 1852. 
See Le Rov v. Tatham . 55 U.S. (14 How.) 156, 175 (1852) ("A principle, in the abstract, 
is a fundamental tmth; an original cause; a motive; these cannot be patented, as no one 
can claim in either of them an exclusive right") (Funk Bros. Seed Co. v.Kalo Inoculant 
Co., 333 U.S. 127, 132, 76 USPQ 280, 282 (1948); Accordingly, one may not patent 
every "substantial practical application" of an idea, law of nature or natural phenomena 
because such a patent "in practical effect be a patent on the [idea, law of nature or 
natural phenomena] itself. ' Gottschalk v. Benson . 409 U.S. 63, 71-72, 175 USPQ 673, 
676 (1972). 

I 

Conclusion ' 

5. The prior art of record and not relied upon is considered pertinent to applicant's 
disclosure. ' 

- Heckerman et al, USPN 5,704,01 8 

- Shanahan, USPubN 2003/0033287 

- Shanahan, USPN 6,820,075 

- Hoffberg, USPN 6,850,252 

- Shanahan, USPubN 2005/00221 14 

- Eldering et al, USPN 6.457,010 

- Chislenko et al, USPN 6,092.049 
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- Heckerman, USPN 6.529,891 

- Heckerman, USPN 5,704,017 
6. Claims 1-69 are rejected. 



Correspondence Information 

Any inquiry concerning this infomiation or related to the subject disclosure 
should be directed to the Primary Examiner, Joseph P. Hirl, whose telephone number is 
(571 ) 272-3685. The Examiner can be reached on Monday - Thursday from 
6:00 a.m. to 4:30 p.m. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner's supervisor, David R. Vincent can be reached at (571) 272-3080. 
Any response to this office action should be mailed to: 

Commissioner of Patents and Trademarks, 

Washington, D. C. 20231; 
Hand delivered to: 

Receptionist, 

Customer Service Window, 
Randolph Building, 
401 Dulany Street, 
Alexandria, Virginia 22313. 
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(located on the first floor of the south side of the Randolph Building); 
or faxed to: 

(571) 273-8300 (for fomnal communications intended for entry. 
Infomiation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.usDto.aov . Should 
you have any questions on access to Private PAIR system, contact the Electronic 
islness Center (EBC) at 866-217-9197 (toll free). 





<Jp'seph P. Hirl 
Timary Examiner 
September 27, 2006 



